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DECI SI ON ON APPEAL
This is a decision on an appeal which involves clains 2-11,
17-21, 23, 24, 26 and 27 which are all of the clainms remaining in
t he application.
The subject matter on appeal relates to a nethod of
establ i shing contact between fluids and solid materials which

conprises passing a fluid through a container filled with

! Application for patent filed July 9, 1992. According to appellant, the
application is a division of Application 07/790,984, filed Novenber 13, 1991

(ABN)
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granul ar solid materials wherein the container conprises four
substantially triangul ar faces which substantially constitute a
tetrahedron. This appeal ed subject matter is adequately

illustrated by independent claim 17 which reads as foll ows:

17. A nethod of establishing contact between fl uids
and solid materials, said nmethod conprising passing a fluid
through a container filled with granular solid materials, said
contai ner conprising a closed casing perneable to said fluid,
sai d casing having pores sufficiently small to retain said
granul ar solids, said container conprising four substantially
triangul ar faces which substantially constitute a tetrahedron,
and contacting said fluid with the granular solids within said
container, said container being sufficiently rigid to maintain
the substantially tetrahedron shape during said contacting step.

The references relied upon by the exam ner in the rejections

on appeal are:

Smith 4,232,177 Nov. 4, 1980
Mt chel | 4,417, 433 Nov. 29, 1983
Mar gel 4,732,811 Mar. 22, 1988
Haney et al. (Haney) 4,792, 399 Dec. 20, 1988

Cainms 72-15 [sic, 2-11], 17-21, and 23-27 [sic, 23, 24, 26
and 27] are rejected under 35 USC § 112, first and second
par agr aphs, as the clained invention is not described in such
full, clear, concise and exact terns as to enabl e any person
skilled in the art to make and use the sane, and/or for failing

to particularly point out and distinctly claimthe subject matter
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of which applicant regards as the invention? (Suppl enment al
Exam ner’s Answer, page 3).

Clains 2-11 and 17-20 are rejected under 35 USC § 103 as
bei ng obvi ous over Haney or Margel.

Clains 2-9, 11 and 17-21 are rejected under 35 USC § 103 as
bei ng obvi ous over Smth.

Finally, clains 17, 5, 8, 23 and 24 are rejected under 35
USC § 102(b) as being anticipated by or under 35 USC § 103 as
bei ng obvi ous over Mtchell.

As a prelimnary matter, we note that the appeal ed cl ains
will stand or fall together in accordance with their groupings in
t he above noted rejections; see 37 CFR 8§ 1.192(c)(5) (1993) and

page 2 of the Supplenental Exam ner’s Answer.

OPI NI ON
W w il sustain the examner’'s 8 102 and 8 103 rejections of
clainms 17, 5, 8, 23 and 24 over Mtchell, but we will not sustain
any of the other rejections advanced by the exam ner on this

appeal .

THE SECTI ON 112 REJECTI ON
This rejection is not well founded for the reasons detail ed

by the appellant on pages 3 through 5 of his Supplenental Brief.
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We add the follow ng comments for enphasis and conpl et eness.

The exam ner’s burden of proof in calling into question the
enabl enment of an applicant’s disclosure requires that the
exam ner advance acceptabl e reasoning inconsistent with

enablenment. In re Strahilevitz, 668 F.2d 1229, 1232, 212 USPQ

561, 563 (CCPA 1982). In the case before us, the exam ner has
advanced no such acceptable reasoning. |In particular, the nere
fact that the independent clainms on appeal are directed to a
met hod of establishing contact between fluids and solid materials
generally is not, in and of itself, inconsistent with enabl enent
as the exam ner seens to believe. It follows that we discern
little if any nerit in the examner’s position that the here
rejected clainms are not enabled within the neaning of the first
par agraph of § 112.

Simlarly, the examner is incorrect in believing that the
breadth of the rejected clains renders themoffensive to the
second paragraph of 8§ 112. It has been |ong established that

breadth is not indefiniteness. In re Gardner, 427 F.2d 786, 788,

166 USPQ 138, 140 (CCPA 1970). As for the examner’s view that
t he i ndependent claimterm?substantially? renders the appeal ed
clainms unclear, we agree with the appellant that one with

ordinary skill in the art would have a reasonabl e appreciation of
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the here clainmed subject matter notw t hstandi ng the presence of
this term In this latter regard, we enphasi ze the appellant’s
point that Figure 1 of his drawi ng shows a contai ner shape which
is plainly not an exact tetrahedron in view of the seam di sposed
on the right side of the figure and therefore is properly and
accurately characterized as ?substantially? constituting a
tetrahedron in accordance with the appeal ed cl ai ns.

For the reasons set forth above and in the appellant’s
Suppl enental Brief, we cannot sustain the examner’s 8§ 112, first
and second paragraphs, rejection of clains 2-11, 17-21, 23, 24,
26 and 27.

THE SECTI ON 103 REJECTI ON BASED ON
HANEY, MARGEL or SM TH

On pages 5 and 6 of his Supplenental Answer, the exam ner
acknow edges that the references under consideration do not
di scl ose a container for solid materials in the shape of the
tetrahedron but argues that one of ordinary skill in the art
woul d have used any shape container. However, the exam ner has
proffered no evidence whatsoever in support of his argued
position. W are constrained, therefore, to regard this position
as founded upon conjecture, speculation or assunptions on the

examner’s part. Since a rejection based on 8 103 nust rest on a
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factual basis rather than conjecture, speculation or assunptions

(Ln_re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA

1967), it is clear to us that we cannot sustain the exam ner’s

8§ 103 rejections of clainms 2-11 and 17-20 over Haney or Margel or

of claine 2-9, 11 and 17-21 over Snmth.

THE REJECTI ON BASED ON M TCHELL

Wth the respect to this rejection, the appell ant argues
that ?materials which swell like [Mtchell’s] tea are not
enbraced within either the original or present scope of the
clainms, which recite ?granul ar material s?? (Suppl enental Brief,
page 7). However, independent claim 17 contains no recitation
whi ch woul d exclude materials which swell fromthe clai mphrase
?granul ar solid material? Mreover, the appellant points to
nothing in his specification disclosure, and we find not hi ng
i ndependently, which requires the claim 17 phrase ?granul ar solid
material? to be interpreted as excluding materials which swell.
We therefore share the examner’s determnation that the
i ndependent cl ai m under revi ew enconpasses, rather than excludes

as argued by the appellant, granular materials such as the tea of
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M tchell.

The appel |l ant al so argues that ?the container [of the
appealed clains] is sufficiently rigid to maintain its
substantially tetrahedral shape during contact? whereas ?[t] he
M tchell container does not do so? (Supplenmental Brief, page 7).

For a nunmber of reasons, this argunment is unconvincing.

Certainly, the tea bag of Mtchell exhibits a tetrahedral
shape when di sposed in the air fromits strip 13 and tab 14
(e.g., see Figure 3 of the drawing and lines 10 through 25 in
colum 2). The air/tea contact which occurs in this disposition
i s enconpassed by the broad claim 17 recitation of ?contact
between fluids and solid material s? since the claimphrase
?[granul ar] solid material s? enbraces tea as previously explained
and since the claimterm 21| uids? enbraces a gas including air.
In any case, it is appropriate to conclude that Mtchell’'s tea
bag maintains its tetrahedral shape, which is described as ?%ts
stabl e, three-di nmensional configuration? (colum 2, line 25;
enphasi s added), even when disposed in water in |ight of
patentee’ s teaching that his bag does not coll apse when i mersed

(see lines 26-29 in colum 2).
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Because the here rejected clains fail to distinguish over
Mtchell in any of the ways argued by the appellant, we wll
sustain the examner’s 8 102 and 8 103 rejections based on
M tchell of independent claim 17 and clains 5, 8, 23 and 24 which

depend t herefrom

SUMVARY

The decision of the examner is affirned-in-part.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART

EDWARD C. KI M.I N
Adm ni strative Patent Judge
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